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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 15-19 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Although these appear to be method claims, they do 
not include any positively recited method steps and therefore the scope of the claim is 
unclear. For the purposes of furthering prosecution the claims are being treated as if a 
method step existed, positively reciting applying the coating material, but the claims 
must be rewritten to be properly examined. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-3 and 5-7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
U.S. Patent No. 5,51 1 ,477 to Adler et al. 

With respect to claim 1 , Adler et al. teaches a coating material applying method 
for applying a coating material to a surface of a print, wherein said coating material is 
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applied to said surface of said print by spraying said coating material thereto from a 
plurality of droplet spray nozzles, 6. See column 3, lines 28-38. 

With respect to claim 2, Adler et al. teaches the coating material is an ultraviolet- 
curable coating material, said coating material being cured by emitting ultraviolet light to 
said print after applying said coating material to said print. See column 3, lines 45-46. 

With respect to claims 3 and 5, Adler et al. teaches that an area for coating 
material application is determined as a particular area on said print, determined based 
on image data, said coating material being applied to said particular area by spraying 
said coating material selectively onto said particular area, forming an image on said 
print. See column 3, lines 36-41 . 

With respect to claim 6, Adler et al. teaches a coating material applying 
apparatus, 1, for applying a coating material to a surface of a print, comprising: a 
plurality of droplet spray nozzles, 6, for spraying said coating material on said surface of 
said print to apply said coating material thereto; and moving means, 2, for moving said 
print relative to said droplet spray nozzles. See column 3, lines 24-38. 

With respect to claim 7, Adler et al. teaches that the coating material is an 
ultraviolet-curable coating material, said apparatus further comprising ultraviolet light 
emitting means for emitting ultraviolet light to said print after said droplet spray nozzles 
apply said coating material to said print. See column 3, lines 45-46. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 4, 8-10, 12-15 and 17-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Adler et al. in view of EP0782106 to Brand et al. 

With respect to claim 4, Adler et al. teaches that the droplet spray nozzles are 
arranged transversely of said print, said coating material being applied selectively to 
said particular area by spraying said coating material from droplet spray nozzles 

Adler et al. does not teach that the coating material is sprayed selectively from 
droplet spray nozzles corresponding to said particular area among said plurality of 
droplet spray nozzles. 

Brand et al. teaches a coating material applying method wherein the coating 
material is applied using plurality of droplet spray nozzles, 10, wherein the coating 
material is sprayed selectively from droplet spray nozzles corresponding to said 
particular area among said plurality of droplet spray nozzles. See column 4, lines 22-41. 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention to modify the method of Adler et al. to spray from selected nozzles 
corresponding to a particular area, as taught by Brand et al., in order to more efficiently 
apply the coating material to the print. 
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With respect to claim 8, Adler et al. teaches area determining means for 
determining an area for coating material application as a particular area on said print; 

Adler et al. does not teach control means for selecting droplet spray nozzles 
corresponding to said particular area from among said plurality of droplet spray nozzles, 
and causing said coating material to be sprayed from said droplet spray nozzles 
selected. 

Brand et al. teaches control means for selecting droplet spray nozzles 
corresponding to said particular area from among said plurality of droplet spray nozzles, 
and causing said coating material to be sprayed from said droplet spray nozzles 
selected. See column 4, lines 22-41. 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention to modify the method of Adler et al. to provide control means as taught by 
Brand et al., in order to more efficiently apply the coating material to the print. 

With respect to claim 9, Adler et al. teaches said area determining means is 
arranged to determine said particular area based on image data forming an image on 
said print. See column 3, lines 36-41. 

With respect to claim 10, Adler et al. teaches a printing machine for performing 
printing based on image data, comprising: a transport mechanism, 2, for transporting a 
print; coating applying means including a plurality of droplet spray nozzles, 6, arranged 
perpendicular to a direction in which said print is transported by said transport 
mechanism, for spraying a coating material on said print transported; area determining 
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means for determining, based on said image data, an area for coating material 
application as a particular area on said print. See column 3, lines 24-41 

Adler et al. does not teach control means for selecting droplet spray nozzles • 
corresponding to said particular area from among said plurality of droplet spray nozzles, 
and causing said coating material to be sprayed from said droplet spray nozzles 
selected. 

Brand et al. teaches control means for selecting droplet spray nozzles 
corresponding to said particular area from among said plurality of droplet spray nozzles, 
and causing said coating material to be sprayed from said droplet spray nozzles 
selected. See column 4, lines 22-41. 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention to modify the method of Adler et al. to provide control means as taught by 
Brand et al., in order to more efficiently apply the coating material to the print. 

With respect to claim 12, Adler et al. teaches said area determining means is 
arranged to recognize an image area on said print from said image data, and determine 
said particular area to coincide with said image area. See column 3, lines 36-41. 

With respect to claim 13, Adler et al. teaches said area determining means is 
arranged to determine said particular area as an area for coating material application on 
said print based on data inputted by an operator. See column 3, lines 36-41. 

With respect to claim 14, Adler et al. teaches said coating material is an 
ultraviolet-curable coating material, said printing machine further comprising ultraviolet 
light emitting means disposed downstream of said coating applying means with respect 
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to said direction in which said print is transported, for emitting ultraviolet light to said 
print. See column 3, lines 45-46. 

Claims 15 and 17-19, are rejected with claims 10 and 12-14 respectively as the 
references teach using the claimed apparatus, which appears to be the purpose of 
these claims. 

7. Claims 11 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Adler et al. in view of Brand et al. as applied to claims 4, 8-10, 12-15 and 17-19 
above, and further in view of U.S. Patent No. 6,138,566 to Sakamoto. 

With respect to claim 1 1 , Adler et al. and Brand et al. teach all that is claimed, as 
in the above rejection of claims 4, 8-10, 12-15 and 17-19. Adler et al. also teaches 
platemaking means for making printing plates based on said image data. See column 3, 
lines 22-24. 

Adler et al. and Brand et al. do not teach printing means for performing printing 
by using said printing plates. 

Sakamoto teaches a printing press having platemaking means for making 
printing plates based on said image data and printing means for performing printing by 
using said printing plates. See column 1, lines 53-57. 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention to use the invention of Adler et al. as modified by Brand et al. with the 
invention of Sakamoto in order to be able to make and use printing plates in the same 
apparatus. 
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Claim 16 is rejected with claim 1 1 as the references teach using the claimed 
apparatus, which appears to be the purpose of this claim. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. U.S. Patent No., 2,868,166 to Brechenmacher, U.S. Patent No. 
4,767,694 to Schubert, U.S. Patent No. 5,438,350 to Kerry, U.S. Patent No. 5,738,013 
to Kellett, U.S. Patent No. 5,820,932 to Hallman et al. and U.S. Patent No. 6,083,571 to 
Kapfinger each teach an apparatus having apparent similarities to the claimed subject 
matter. 
9. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jill E. Culler whose telephone number is (571) 272- 
2159. The examiner can normally be reached on M-Th 9:00-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Hirshfeld can be reached on (571) 272-2168. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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